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INTHEUNTTEE 
In re patent application of: 
John Pafford, et al. 
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Filed: February 18,2004 
BONE GRAFTS 



PETITION UK )ER 37 CFR SL181 FOR WITHDRAWAL OF 



FINALIT OF PREMATURE FINAL REJECTION 



MAILSTOP PETITIONS 

Coiranissioaer for Patents 
P.O. Box 1450 
Alexandria, VA 22313-14f ) 



Sir: 



For the reasons set 
February 28, 2006 s is a premature 
finality of the rejection. Ncffees 
any fees are deemed aeceasflry, 
but not to include the paym 
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STATES PATENT AND TRADEMARK OFFICE 



Before the Examiner 
David J. Isabella 



Group Art Unit 3738 
April 28, 2006 



Tth herein, Applicant submits that the Office Action date 1 
final rejection, and respectfully requests withdrawal of 



are believed to be required for this request, however! if 
r y please charge said fees to Deposit Account No, 12-24(24, 
nt of any issue fee. 
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>cmg 

and 
er 6, 



REMARKS 

Applicant will addn is the substantive assertions made in the outstanding Offi ^e 
Action dated February 28, 2§)06, under separate cover. The purpose of this paper is tc 
request withdrawal of the Eiarniner's holding of finality of the rejection. Reconsideration of 
the holding of finality in vi^v of the following remarks is respectfully requested. 
Statement of Facts 



On April 5, 2005, a 
The only rejection of claim* 



priority as a CEP applicatioi 



. irst substantive Office Action was issued in the present cise. 
asserted in the Office Action was based on a combination t of 
three references (Grivas, et 1, Heggeness, et al. f and McKay) under 35 U.S.C I03(a 

On September 6, 20 6, Applicant submitted a response to the April 5, 2005, 
Office Action. In the Septe aber 6 response, no claims were amended. Applicant sinjply 
pointed out that the McKay reference, upon which each rejection relied, does not qua; ify 
as prior art to the present af )lication because the effective filing date of the present 
application precedes the fili ig date of the McKay reference. 

While not required \ y any claim rejection, for the purpose of preventing another 
erroneous rejection and thei ?by expediting the allowance of this case, Applicant also 
pointed out in the Septemb< r 6, 2005, response that a prior case to which McKay claiins 

also does not qualify as prior art to the present case beca lse 
it is commonly owned with he present application. 

On February 28, 20( 6, a second substantive Office Action was issued in the 
present case. In the Februa y 28, 2006, Action, the Examiner asserted new grounds cjf 
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• 



ei her 



ground of j yecti 



an 



rejection by rejecting many 
aL, Heggeness, et aL 5 and 

The new 
newly-submitted IDS, or 
solely by the erroneous 
that did not qualify as prior 

Remarks 

As stated in Section 
("MPEP"), "second ox any 



claims based on a new combination of references (GrivasJ et 
O'Leary et aL, or Prewett et aL) under 35 ILS.C. 103[a)> 
on was not necessitated by any claim amendment or 
other action by the Applicant, but was rather necessitate I 
reje tion of claims in the prior Office Action using a referent * 

Lit. 

706.07(a) of the Manual of Patent Examining Procedure 
ibsequent actions on the merits shall be final, except wheke 



the examine^ introduces a n w ground of rejection that is neither necessitated by 



applicant's amendment of tie claims nor based on information submitted in an 



information disclosure state gent filed during the period set forth in 37 CFR 1.97(c) with 



the fee set forth in 37 CFR 



next Office action final if a 
6, 2005, response to the firs 



PETITION UNDER 37 CFR §1. 
Serial No. 10/781,058 
Attorney Docket No. MSDI-455 
Page 3 of 4 



er 



17(p)." (emphasis added). This same section of the MP 
also states that, "If [a statenfent of common ownership] is filed in reply to [a] 35 U.S.' 
102(e)/103 rejection and th| claims are not amended, the examiner may not make the 

tew rejection is made/* Because (1) Applicant's Septemt 
substantive Office action did not amend any claim, (2) 
Applicant has submitted noliew information in any information disclosure statement 
since the time of the first su >stantive Office Action, (3) Applicant's September 6, 
response simply pointed ou|how a cited reference does not qualify as prior art and hokv 



20CS 



another patent related to the cited reference also does not qualify as prior art, and (4) 1 he 
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Office Action dated Februa y 28, 2006 asserts a new ground for rejecting claims, 
Applicant submits that the (fitstanding Action dated February 28, 2006, cannot properly 
be made final. 

In addition to the ablve, MPEP §706.07 states that, "Before final rejection is i^ 
developed between the examiner and the applicant." 
sax issue has developed to date in the present case becausfe 



order a clear issue should b 
Applicant submits that no c 



Applicant has not had an oj )ortunity to respond substantively to the rejection asserted in 



the outstanding Action, Be 



vas 



ause the rejection asserted in the first substantive Action 
flawed, a substantive respoi se to that rejection was not warranted. 

Closing 

la view of the abovi Applicant respectfully submits that the holding of finality in 
the outstanding Office Acti< n is premature, and respectfully requests withdrawal of 



finality of same. Applicant 
under separate cover. 



KD IM-697329 l.DOC 
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s prepared to respond substantively to the outstanding A< tion 



Respectfully submitted, 



By: 





^5 



Gregory B. CoJ 
Reg. No. 40,967 
KJRJCBG DeVAULT LLP 
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Indianapolis, IN 46204-2079 
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